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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments, see page 9, lines 5-11, filed 12/26/2007, with respect to claim 21 
have been fully considered and are persuasive. The rejection under 35 USC 101 of claim 21 has 

been withdrawn. 

2. Applicant's arguments with respect to claim 1 have been considered but are moot in view 
of the new ground(s) of rejection. 

Claim Objections 

3. Claim 1 1 is objected to because of the following informalities: "A data data generating 
method" (page 4, line 6) should read "A print data generating method". Appropriate correction 
is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the Enghsh language. 

5. Claims 1,4, 11, 14, 21, and 24 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Livingston (US Patent No. 7,061, 632). 
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Regarding claims 1,11, and 21, Livingston '63 2 teaches an information processing 
apparatus having a generation function of generating print data to be transmitted to a printer 
(Shown in FIG. 1 is a high level block diagram of a system including a computer 100 and an 
imaging device, such as printer 102, in which the program module operates to generate hard 
copy, column 3, lines 43-46), comprising: a storage which saves document data to be converted 
to print data together with setting data (Random access memory (RAM) 108 serves as temporary 
storage for the application program, a printer driver, and the program module, column 3, lines 
50-52), an entire print setting unit (All pages selection, column 5, line 18) configured to set an 
entire color mode (feature) to the print setting data as a setting of the entire document data 
(applies the feature to every page in the document, column 5, lines 18-19), wherein the entire 
color mode specifies whether color printing or monochrome printing is to be performed for the 
entire document data (To select a single printer for receiving all of the pages of document the 
user would select the "All Pages" option from the pull down menu, column 7, lines 33-35); a 
partial print setting unit (In addition to the preset page classes, program module 202 includes a 
configuration to apply the selected feature or features to an arbitrary page or pages of the 
document created by the user. The pages to which the user desires to apply the feature or 
features may be specified individually or as part of a range, column 5, lines 30-35) configured to 
set a partial color mode to the print setting data independently of the entire color mode as a 
setting of a predetermined unit of the document data, wherein the partial color mode specifies 
whether color printing or monochrome printing is to be performed for the predetermined unit of 
document data; (For this capability, program module 202 would receive information from the 
application program specifying which pages include color. With this information from the 
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application program, program module would cause those pages of the print job including color to 
be sent to the selected destination printer. Another preset page class includes monochrome only 
pages. This preset page class would allow the user to direct monochrome only pages to a 
selected destination printer); and a print data generating unit (printer driver 204 Fig. 2) 
configured to issue a color mode specifying instruction in accordance with the entire color mode 
and the partial color mode set for the print setting data and generate the print data (Next, in step 
606, program module 202 sets the values of the variables in the array of data structures 
corresponding to the pages to which the user assigned features. Finally, in step 608, program 
module 202, sends the data for the pages to the destination imaging device through printer driver 
204. column 9, lines 21-30), wherein said print data generating unit applies the partial color 
mode to the predetermined unit of the document data for which the partial color mode is set and 
applies the entire color mode to the remaining portion of the document data for which the partial 
color mode is not set (In addition, program module 202 passes the values of the variables in the 
data structure to printer driver 204 so that the imaging operation can be performed on a per page 
basis according to the values of the variables in the corresponding data structure, column 9, lines 
21-30). 

Regarding claims 4, 14, and 24, Livingston' 632 teaches wherein said printing data 
generating unit (printer driver 204 Fig. 2) determines whether the printer copes with a change of 
the color mode (Step 606, Fig. 6) before the print data containing the instruction of changing the 
color mode is generated by using the generating function (Step 608, Fig. 6), when the printer 
copes with the change, generates, by using the generating function, printing data containing the 
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instruction of changing the color mode, and when the printer does not cope with the change, 
generates, by using the generating function, print-data containing no instruction of changing the 
color mode (In addition, program module 202 passes the values of the variables in the data 
structure to printer driver 204 so that the imaging operation can be performed on a per page basis 
according to the values of the variables in the corresponding data structure, column 9, lines 21- 
30, the values of the variables will decided if data is changed or not). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be oblaiiiccl iliDUgh the cniion is ik)1 idciuically disck)scd or described as set forth in 
section 102 of this title, if the dift'crcnccs between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 3,13, and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Livingston (US Patent No. 7,061, 632) as applied to claim 1 above, and in fiirther view of Petz 
(WO 2002/82362 A2— US Patent Application Pub. No. 2004/0187087 is used in lieu of English 
translation). 

Regarding claims 3,13, and 23, Livingston' 632 fails to teach wherein the predetermined 
unit of the document data is a chapter formed by a plurality of original pages. 

Petz' 362 teaches the predetermined unit of the document data is a chapter formed by a 
plurality of original pages, (notice Fig. 6A). 
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Having a system of Livmgston'632 reference and then given the well-established 
teaching of Petz'362 reference, it would have been obvious to one having ordinary skill in the art 
at the time the invention was made to modify the image processing system of Livingston' 632 
reference to include chapters that are formed by a plurality of original pages as taught by 
Petz'362 reference, since the combination would allow for the user to have greater control over 
the output of a print job. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Kawamoto et al. US Patent 6, 1 20, 1 97 

Mori et al. US Publication No. 2004/0 111 675 

Sakura US Publication No. 2007/0146767 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 

Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1 . 1 36(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LAWRENCE E. WILLS whose telephone number is (571)270- 
3 145. The examiner can normally be reached on Monday-Friday 9:30 AM - 6:00 PM EST. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, BCing Poon can be reached on 571-272-7440. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/King Y. Poon/ 

Supervisory Patent Examiner, Art Unit 2625 
LEW 

March 24, 2008 



